The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI SI ON ON APPEAL
This is an appeal fromthe exam ner’s refusal to allow
claims 1-5, 7-14 and 16-20 as anmended after final rejection.
Claim 15 stands objected to but allowable if rewitten in
i ndependent form and claim 21, which was added after final

rejection, stands all owabl e.
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THE | NVENTI ON

The appellant’s clainmed invention is directed toward a
process for purifying an aqueous al kali netal chloride
sol ution containing contam nating anmounts of iodide and
ammoni um and toward the solution produced by this process.
Claim1, directed toward the process, is illustrative:

1. A process for the purification of an aqueous al kal
nmetal chloride solution containing a contam nating anmount of
iodine in other than the periodate state, conprising (a)
oxidizing the iodine therein to the periodate oxidation state
of +7 and (b) then separating the periodate therefrom said
aqueous al kali nmetal chloride starting solution further
conprising a contam nating anount of ammoni um

THE REFERENCES

Bi ssot 4,584,071 Apr. 22,
1986
Filippone et al. (Filippone) 5, 069, 884 Dec. 3,
1991

J.T. Keating et al. (Keating), “Treatnment of I odide-Containing
Brines for Use in Menbrane Choroal kali Electrolysis Cells”,
307 Res. Discl. 795 (1989).

THE REJECTI ONS

The clains stand rejected as follows: clains 18 and 20

under 35 U. S.C. 8 112, fourth paragraph, as being of inproper
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formfor failing to further limt the subject matter of a
previous claim clains 16 and 17 under 35 U. S.C. 8 102(b) as
anticipated by or, in the alternative, under 35 U.S.C. § 103
as obvious over Bissot; clainms 1, 4 and 5 under 35 U. S. C
8 103 as obvious over Keating in view of Filippone; and clains
1-5, 7-14 and 16-20 under 35 U.S.C. § 103 as obvi ous over
Bi ssot in view of Keating and Filippone and over Keating in
vi ew of Bissot and Filippone.

OPI NI ON

W reverse the rejection under 35 U S.C. § 112, fourth
par agraph, and affirmthe other rejections.

The appel l ant indicates that the clains stand or fall
together as to each rejection (brief, page 4). W therefore
limt our discussion of each affirned rejection to one claim
i.e., claim16 for the rejections over Bissot and claim1 for
the rejections over Keating in view of Filippone and over the
conbi ned teachi ngs of Bissot, Keating and Filippone.

Rej ection of clains 18 and 20
under 35 U.S.C. 8§ 112, fourth paragraph

Cl aim 20 depends from claim 18 whi ch depends from

i ndependent claim1l. The examner’s rationale for rejecting
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clainms 18 and 20 under 35 U.S.C. § 112, fourth paragraph, is
that the preanble of claim1l states that the claimed process
is a process for purifying an aqueous al kali mnetal chloride
solution, and clains 18 and 20 recite processes for
el ectrolyzing the solution produced by the process of claim1l
rather than further limting the process for purifying the
aqueous al kali netal chloride solution (answer, page 4). The
fourth paragraph of § 112, however, does not require that a
dependent claimnust fall within the scope of the recited
subject matter in the claimfromwhich it depends but, rather,
requires that the dependent claimnust specify a further
[imtation of the subject matter of the claimfromwhich it
depends. Because the electrolysis step in clains 18 and 20 is
a further limtation of the subject matter of claim1l1, clains
18 and 20 are in conpliance with 35 U.S.C. 8§ 112, fourth
par agraph. Consequently, we reverse the rejection of clains
18 and 20 under 8§ 112, fourth paragraph.
Rej ections of claim 16 over Bissot
The appel | ant di scl oses that the aqueous al kali netal

chl oride solutions which can be used in the process of their
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claim1 include brine (specification, page 4, |ines 5-8;
exanples 1-4). Bissot indicates that very pure brine free
from sol ubl e i odine-containing salts is available (col. 2,
lines 9-10) and, in exanple 1, discloses use of purified,
saturated brine containing no detectable iodide (col. 9, lines
16-17 and 24-25). The teaching by Bissot that seawater
contains 0.05 ppmiodine (col. 1, lines 17-18) indicates such
a concentration of iodine is detectable and that, therefore,
nondet ect abl e | evel s of iodine are bel ow 0.05 ppm

The appel | ant argues that Bissot’s disclosure of iodide-
free brine is nerely specul ati ve because Bi ssot does not
di scl ose how to nake such a solution (brief, page 4). Bissot,
however, does not specul ate that iodide-free brine may be
produced but, rather, indicates that it is avail able and uses
it in an exanple. There is no indication in the reference
that one of ordinary skill in the art could not nake the
i odi de-free brine used by Bissot, and the appell ant has
provi ded no evidence to that effect. Accordingly, we are not
per suaded by the appellant’s argunent.

The appel | ant argues that claim 16 is patentable over
Bi ssot because Bissot fails to teach or suggest the

6
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appel lant’ s process (brief, page 7). This argunent is not
wel | taken because the patentability of the solution recited
i n product-by-process claim16 is determ ned based on the
product itself, not on the process for nmaking it. See In re
Thorpe, 777 F.2d 695, 697, 227 USPQ 964, 966 (Fed. Cir. 1985)
(“If the product in a product-by-process claimis the sane as
or obvious froma product of the prior art, the claimis
unpat ent abl e even though the prior art product was nade by a
di fferent process.”).

The appel l ant argues that the solution recited in claim
16, because it is the product of an oxidation process, differs
fromseawater (brief, page 7; reply brief, page 1). The
process recited in claim19, which is used to nake the
solution recited in claim16, and the process recited in claim
1, fromwhich claim19 depends, have the transition term
“conprising”, which opens the clains to non-recited steps.
See In re Baxter, 656 F.2d 679, 686, 210 USPQ 795, 802 ( CCPA
1981). The appellant’s specification (page 5, lines 14-31)
i ndi cates that the processes enconpassed by claim 19 incl ude

processes in which the ammoniumis oxidized and products of
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the oxidation of the iodine and the amoni um are destroyed or
consuned. A brine solution prepared by the process of claim
19 including oxidation of the amoni um and renoval of the

oxi dation products reasonably appears to be the sane or
substantially the same as Bissot’s purified, saturated brine
contai ning no detectable iodide. In such a case, whether the
rejection is under 35 U S.C. §8 102 or § 103, the burden shifts
to the appellant to provide evidence that the prior art
product does not necessarily or inherently possess the relied-
upon characteristics of the appellant’s clained product. See
In re Fitzgerald, 619 F.2d 67, 70, 205 USPQ 594, 596 (CCPA
1980); In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433-34
(CCPA 1977); In re Fessmann, 489 F.2d 742, 745, 180 USPQ 324,
326 (CCPA 1974). The reason is that the Patent and Trademark
Ofice is not able to manufacture and conpare products. See
Best, 562 F.2d at 1255, 195 USPQ at 434; In re Brown, 459 F.2d
531, 535, 173 USPQ 685, 688 (CCPA 1972). Because the burden
of providing such evidence has shifted to the appellant and

t he appellant has not carried this burden, we affirmthe

rejection of claim116 under 35 U. S.C. 8 102(b) over Bissot.
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Al so, because anticipation is the epitone of obviousness, see
In re Skoner, 517 F.2d 947, 950, 186 USPQ 80, 83 (CCPA 1975);
In re Pearson, 494 F.2d 1399, 1402, 181 USPQ 641, 644 (CCPA
1974), we affirmthe rejection of this claimunder 35 U. S. C
§ 103 over Bissot.
Rej ections of claim1 under 35 U. S.C. § 103
over Keating in view of Filippone and over the
conbi ned teachings of Bissot, Keating and Filippone

Keating discloses that iodide is converted to periodate
during electrolysis of a salt solution or brine, and that when
t he i odide concentration in the salt solution or brine is
greater than 0.5-1 ppm enough periodate is forned and passes
into the nmenbrane to precipitate as the sodiumsalt near the
cat hode surface, thereby danmagi ng the nenbrane. Wen barium
is present in the brine, however, Keating teaches, iodide does
little or no damage to the nenbrane because a bariumi odi de
product deposits harmessly in the nenbrane as a very fine,
hi ghly insol uble precipitate which Keating believes to be

bari um peri odat e.

Keating is silent as to whether the salt solution or
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bri ne contains amonium However, Filippone teaches that
brine obtai ned fromseawater or rock salt contains both iodide
and amonium (col. 1, lines 13-19; col. 1, line 67 - col. 2,
line 4). Thus, it reasonably appears that Keating s salt
solution and brine necessarily contain anmonium |f amoni um
is not necessarily present in Keating' s salt solution or
brine, then the general disclosure by Keating that a salt
solution or brine is used would have | ed one of ordinary skill
in the art to use any common salt solution or brine including
one obtai ned from ammni um containing rock salt or sea water.
The exam ner argues that when Keating' s barium periodate
deposits in the nenbrane, it is separated fromthe salt
solution or brine (answer, page 5). The appellant’s
specification does not |limt the term*“separating” in the
appellant’s claim1l. Thus, when we give this termits
br oadest reasonable interpretation in view of the
specification, see Inre Zletz, 893 F.2d 319, 321, 13 USPQRd
1320, 1322 (Fed. Cir. 1989); In re Sneed, 710 F.2d 1544, 1548,
218 USPQ 385, 388 (Fed. GCr. 1983), we conclude that it

enconpasses separation by deposition in a nmenbrane as

10
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di scl osed by Keating. The appellant does not address this
argunent by the exam ner but, rather, focus only on the

exam ner’s alternative argunent (answer, page 6) regarding
removi ng barium periodate prior to electrolysis (reply brief,
pages 2-3).

The appel l ant argues that Keating is speculative in that
Keating nmerely states that he believes that the bariumiodine
product is barium periodate (answer, pages 10 and 17). W are
not convinced by this argunent because establishing a prinma
faci e case of obviousness requires only a reasonabl e
expectation of success, see Inre OFarrell, 853 F. 2d 894,
903-4, 7 USPQ2d 1673, 1681 (Fed. Cir. 1988), and Keating' s
belief that the precipitate is barium periodate woul d have
provi ded one of ordinary skill in the art with a reasonable
expectation of success in using Keating s process to renove
i odi ne as barium peri odat e.

The appel | ant argues that Keating s process is not a
purification process (brief, pages 10 and 17). W are not
convinced by this argunment because Keating's renoval of

periodate fromthe solution as a precipitate in the nenbrane

11
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is a purification of the solution.

The appel | ant argues that one of ordinary skill in the
art would not have been notivated to conbine Filippone’s
purification process with Keating' s el ectrolysis process
(brief, pages 11-12). Because Filippone is directed toward
purifying an aqueous al kali netal chloride solution prior to
el ectrolysis, one of ordinary skill in the art would have
considered Filippone's disclosure in conjunction with
Keating s disclosure directed toward el ectrol ysis.

The appel | ant argues that given Filippone’ s teaching that
excessive oxidation leading to the formation of 10, is to be
avoided (col. 2, lines 9-12), one of ordinary skill in the art
woul d not have oxidized the iodine to periodate (brief,
pages 12 and 19). As discussed above, however, one of
ordinary skill in the art would have been | ed by Keating to
use Keating's process to form barium peri odate.

For the above reasons we conclude that the process
recited in the appellant’s claim1l would have been obvious to
one of ordinary skill in the art wthin the nmeaning of 35
U S. C 8 103 over the applied prior art. Accordingly, we
affirmthe rejections of claim1l over Keating in view of

12
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Fili ppone and over the conbi ned teachings of Bissot, Keating
and Fili ppone.
DECI SI ON

The rejection of clains 18 and 20 under 35 U. S.C. § 112,
fourth paragraph, is reversed. The rejections of clains 16
and 17 under 35 U.S.C. 88 102(b) and 103 over Bissot, and the
rejections under 35 U.S.C. 8 103 of clainms 1, 4 and 5 over
Keating in view of Filippone, and clainms 1-5, 7-14 and 16-20
over Bissot in view of Keating and Filippone and over Keating
in view of Bissot and Filippone, are affirned.

No time period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136a).

AFFI RVED

)
EDWARD C. KI M.I N )
Adm ni strative Patent Judge )
)
)
)

BOARD OF PATENT
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TERRY J. OVENS )
Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

ROMULO H. DELMENDO
Adm ni strative Patent Judge

N N N N N N
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TIO caw
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